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REMARKS 

This is in reply to the third Office Action dated 1 February 2005. By this Amendment 
new claim 25 has been added. 

The Applicant appreciates the appointment of a new Examiner to examine this 
application, and the new Examiner's time in carefully reviewing the prosecution history of 
this application. 

The application has had an unusual history in the USPTO. Claims 1 -15 of the 
application as originally filed were allowed by the first Examiner. The Applicant cancelled 
the remaining claims and paid the issue fee following receipt of a Notice of Allowance. The 
issue fee was timely paid on 14 October 2003. On 15 June 2004, the Applicant received an 
Office Action from a second Examiner, withdrawing the application from issuance and 
rejecting the previously allowed claims. Some of the rejections were based on newly cited 
3M references which were not prior art as their publication date was after the filing date of 
the present application. 

After several discussions with the Supervisory Patent Examiner (SPE) then assigned 
to the case, the Applicant filed an Amendment on 13 August 2004. In that Amendment, the 
Applicant amended some claims, added some new claims, and explained why the claims 
were patentable over the prior art that was cited. 

On 1 February 2005, the second Examiner again rejected the claims. Applicant's 
attorneys then reviewed the PAIR database and discovered that a third party had submitted 
five letters and accompanying documents to the USPTO after this application was allowed 
and after the issue fee was paid (the "third party documents"). The third party documents 
were addressed to the first Examiner and the Supervisory Patent Examiner and are dated 
between 1 9 December 2003 and 26 February 2004. The third party documents also refer to 
undocumented telephone conversations between the first Examiner and the third party. 
Neither the USPTO nor the third party provided the Applicant with copies of any of the third 
party documents. Rather, the Applicant's attorneys independently discovered the third party 
documents by accessing the Office's PAIR database after receipt of the 1 February 2005 
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Office Action. The third party documents were collectively categorized on the PAIR 
database as a "Miscellaneous Incoming Letter" dated 2 March 2004. 

The third party documents constituted an improper third party protest, inasmuch as 
they were submitted to the USPTO after the present application was published and allowed, 
and as neither the third party nor the USPTO provided the Applicant with a copy of the third 
party documents. (37 C.F.R. 1.291 and MPEP 1901) The USPTO instructs Examiners 
(including Supervisory Examiners) not to "accept oral or telephoned comments or 
submissions about published applications from third parties, " (Deputy Commissioner 
Kunin's Notice of 26 March 2003, 'Third Party Attempts to Protest or Otherwise Oppose the 
Grant of a Published Application', published 22 April 2003 (1269 O.G. 179)). Nevertheless, 
the USPTO accepted the third party documents, withdrew this application from issue, and 
issued the 1 5 June 2004 Office Action, which was based on newly cited references that were 
derived from the improper third party protest. This Office Action was prepared by the second 
Examiner since the first Examiner had since left the Patent Office. 

The Applicant brought the improper third party protest to the attention of the Group 
Director, and requested that this application be reviewed by a new Examiner without further 
participation from the SPE. The Group Director agreed The Group Director also "closed 
out" the "Miscellaneous Incoming Letter" dated 2 March 2004 from the PAIR database so the 
third party documents are no longer publicly accessible. Notwithstanding this, the Applicant 
is making the third party documents of record in the enclosed Supplementary IDS in 
fulfillment of the Applicant's duty of candor. 

The present application would have issued as a patent over one year ago but for the 
improper third party protest. The Applicant has been working patiently with the USPTO for 
more than one year to resolve the rejections that have stemmed from the improper protest. 
The new Examiner is therefore respectfully urged to reconsider the rejections made by the 
second Examiner and re-allow this application as soon possible, especially in view of 
prosecution history of this application, summarized above. The Applicant reiterates the 
submissions set forth in the Applicant's Amendment of 13 August 2004 that the subject 
matter of the Applicant's claims is patentably distinguishable from the prior art cited in the 
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second Office Action. It is submitted that the Applicant's claims are similarly distinguishable 
from the prior art cited in the 1 February 2005 Office Action for the reasons set forth below. 

In the I February 2005 Office Action, the second Examiner has once again rejected 
claims 1, 2, 8*12, 14 and 16 - 18 under 35 U.S.C. 103(a) as being unpatentable over Cata- 
Groove: Snow Plow Resistant Thermoplastic Marking Material (July 1998) in view of 
Stowell et al. (US 5,215,402). Both the Cata-Groove and Stowell et al. references were listed 
in the Applicant's Information Disclosure Statement filed 19 June 2002 and were considered 
but not deemed to render the claims unpatentable by the first Examiner issuing the first 
allowance of this application. 

The Cata-Groove process is described at page 2 of die Applicant's application where 
it is described as "a very time consuming procedure" that is "not well suited for forming 
complicated patterns or covering large surface areas". The Cata-Groove grooves are installed 
by sawing or grinding into the finished pavement surfaces. This is a very labor-intensive and 
slow process. Moreover, it is difficult to make very shallow grooves having precisely defined 
edges using a grinder. The Cata-Groove material is a granulated material packed into 55 
pound bags or cardboard containers. (Cata-Groove, sections 2, 3.3, 3.3.1, 3.3,2, and 4.1). 
The material has no more of a predetermined pattern than sand poured into a bag or box. At 
the time of application, the Cata-Groove thermoplastic compound is poured into the grooves 
in a heated state (i.e. between 350 to 420 degrees F.) as explained at page 2, section 3.2.2 of 
this reference. Accordingly, the thermoplastic compound is molten and fiee-flowing at the 
time it is introduced into the grooves, and has no more of a predetermined pattern than water 
poured from a pitcher. 

The Stowell et al. reference relates to a process patented by the Applicant for forming 
impressions in asphalt surfaces. This process is discussed at page 1 of the Applicant's 
application. The Stowell et al. process is designed to imprint asphalt to simulate the 
appearance of cobblestones or brick. After the template is removed and the asphalt is 
allowed to harden, a thin layer of cementitious coating may be applied to the imprinted 
asphalt surface to enhance the brick and mortar effect. 
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The 1 February 2005 Office Action asserts that the Cata-Groove discloses the steps 
set forth in subparagraphs (d), (p) and (f) of claim 1 . Claim 1, subparagraph (d) includes the 
step of "providing a second template having a predetermined pattern at least partially 
matching the pattern of said first template." Since the Cata-Groove thermoplastic compound 
is poured into a groove in a molten state, it is clearly not a "second template having a 
predetermined pattern." On the contrary, it is amorphous and free-flowing and only takes the 
shape of the grooves that it is poured into after application. Cata-Groove, and the asserted 
combination, fails to disclose the claimed steps. Therefore, even if there were a motivation to 
combine the teachings of Cata-Groove and Stowell et al, the combined disclosure would not 
teach all of the steps of the Applicant's method as recited in claim 1. It is therefore submitted 
that claim 1 is allowable over the Cata-Groove and Stowell et al. references. Indeed, this was 
the conclusion originally reached byjthe Patent Office. 

'. . ! 

Moreover, there is no motivation to combine Stowell and Cata-Groove. The Stowell 
reference describes a technique for creating a simulated brick or cobblestone pattern in 
asphalt Stowell advocates spreading a colored concrete slurry on the impressed asphalt 
surface to achieve a brick and mprtdr or simulated cobblestone effect (Stowell, Col. 3, lines 
56-67). The Cata-Groove material furthers its role as a pavement marking by taking on 
noticeable white or yellow colorp (Cata-Groove, section 2.1). Such pavement marking colors 
are selected for their obvious anci conspicuous nature and; generally are not suitable for 
simulating cobblestone or brick and mortar. Accordingly!, Applicant respectfully submits that 
there is no motivation to combirie the Stowell and Cata-Groove references. 

I : i 

! : ' \ i 

The second Examiner contends at page 1 7 of the Office Action that color choices are 
irrelevant to the claim at issue and are "tangential to the motivation to combine". The 
Applicant respectfully disagrees] The feet that the Cata-Groove material takes on 
conspicuous colors supports the (Conclusion that it is adapted for an entirely different purpose 
than the Stowell invention. The becond Examiner has failed to articulate any plausible reason 
why a person skilled in the art wpuldjbe motivated to combine the teachings of Cata-Groove 
and Stowell in the manner contemplated- The Examiner notes that Stowell states in column 
1 , lines 1 5 - 62 that prior art metjhod? and apparatus for ithprinting surface patterns "arc 
known but have disadvantages". It isi submitted that this statement does not form the basis 
for a motivation to combine Stoweli with Cata-Groove. Moreover, even if Stowell and Cata- 
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Groove are combined, they do 
claims. 


Mi i 

* i '• 

notiteach subject matter within the scope of Applicant's 


The second Examiner contends at page 7 of the Office Action that Cata-Groove 
teaches a second template that qan;bje considered to be pije^fonned in a predetermined pattern 
"since it is pre-formed by mixing the components of the material before application, and the 
pattern has already been predetermined by the lines that jvere ground into the surface". 
Similarly, at page 17, the 1 February 2005 Office Action 

I; H 

The grooves in Cata-Grc*ove?are grinded in a predetermined pattern, so that 
when the material is poured into the grooves, it fiis that predetermined pattern. 
The material is not simply poured haphazardly, but is poured into the 
preformed pattern. 

As explained above, Applicajrt's claim 1 includes! the step of "providing a second 
template having a predetermined pattern". Claim 6 provides that the second template "is 
formed into a thermoplastic gricj pribir to inserting said sebond template into said impression". 
Claim 15 provides that the second template comprises "ajgrid preformed from a plurality of 
fiame elements prior to inserting said second template into said impression". Claim 20 
includes the step of "providing a! thjBiboplastic second template pre-formed in a 
predetermined pattern" and the |ib$$quent step of "inserting said second template pre-formed 
in said predetermined pattern intjo said impression". NeW claim 25 includes the step of 
"inserting said second template previously pre-formed in said predetermined pattern into said 
impression". It is submitted that' CatkOroove does not disclose a second template nor does it 
disclose a template that is prefonriejd iprior to insertion into the impression. As explained 
above, it does not follow that siWce grooves are "grinded in a predetermined pattern" material 
that is subsequently poured into su^hj grooves is preformed in that predetermined pattern. 
That would be tantamount to saying that water is pre-formed in the shape of ice cubes even 
before it is poured into ice cube Iraysl and frozen. This is obviously incorrect. It is submitted 
that in the present case the second Examiner overlooked the foregoing limitations recited in 
Applicant's claims. The Applicant^ ik claiming not just that the second template is pre- 
formed but also that the second tnnplate is provided in the predetermined pattern prior to its 
insertion into the impression formed by the first template.- 

| ] 
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The second Examiner has rejected claims 3 - 5 and 19 under 35 U.S,C 103(a) as 
being unpatentable over Cata-C toove and Stowell et al. (US 5,215,402) and further in view 
of Hughes (European Patent Ap plfcliion EP 0 898 01 8) j: Hughes is listed on the Applicant's 
supplementary Information Dis dosiiire Statement filed 1 3 August 2004. The second 
Examiner contends that Hughes* te^hes using a portable;lheater to fix the template in position 
"since Hughes states in column 2, lilies 2 - 5 that locally-applied heat after laying of the 
pattern allows the pattern to be Tainted". Hughes relates to imprinting synthetic asphalt 
and to the imprinting of such a material to produce a patterned road surfacing. In the 
embodiment referred to by the Examiner, the material maybe allowed to cool and is later 
softened by locally applied heat solas to allow the pattera to be imprinted. Hughes does not 
teach the use of heat to fix a template inlaid in a substrata in position. RatheT, Hughes relates 
only to heating the substrate tadf so that it may be imprinted. Moreover, Hughes does not 
describe how heat may be locally: allied to the substratei It is therefore submitted that 
Hughes does not teach or suggest ;tkstep of fixing the second template in position by heating 
the second template after insertion joj'the second template into the impression "to cause said 
second template to bond to said -as^alt surface" (claim i) or "passing a portable surface 
heater over an upper surface of said Second template after said second template has been 
inserted in said impression" (claim jlj?). Similarly, Hughes does not teach heating a second 
template to fix it in position as a^soj ljscited in claims 20 apd 25. Accordingly, even if there 
were motivation to form a Cata-Grck ye-Stowell-Hughes combination, the combination would 
not meet the limitations of claims 3j-j ! or 1 9. 

The second Examiner also; r sheeted claims 1, 2, W3, 15 and 16 pursuant to 35 U.S.C 

>ination of Caven etjal. (US 5,857,453) or Eigenmann 
(US 4,685,824) in view of Stow jlj efkl. On page 17 of tie Office Action the second 

fi>r Pavement Marking Applications in Grooved 


Examiner refers to "3M Guidelines 
Pavement Surfaces: Information 
contends that such Information Eol 


Fojl<; er 5. 1 8 Grooving Applications". The second Examiner 
■ refers to a Tech Memo purportedly dated March 2000, 


PAGE 16/37 * RCVDAT 7/29/2005 7:10:28 PM [Eastern Daylight Time; 


but the second Examiner has been ur^ible to produce such a Memo. The 3M documents are 
therefore not prior art in respect of this application, hi light of this, the second Examiner has 
cited the Caven et al. patent whicjh ijegfers to the 3M Stamfkk™ technology. The documents 
referred to in the Applicant's Suppldhentary IDS submitted herewith also refer to the 
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It is submitted that there j: 


submitted that there is no "pred 
and there is no "first template" t$]^ 
Caven, Eigemann, and Stowell 


Further, it is submitted thijt 
with Stowell as asserted by the 
for imprinting asphalt for simuli 


concrete slurry on the impress 
cobblestone effect. (Stowell, Cojj 


advantage would be achieved b 
simulated grout lines (i.e. the im 
Stowell is not concerned with m^lii 
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Stamark™ technology. The sei»rk|<Examiner has also dited the Eigenmann reference which 
teaches a similar technology ofgip )|^ing tape into grooves in pavement. 

1, 

As submitted in Applic^lsiAjnendment of 13 August 2004, the Stamark™ 
technology referred to in Caverjjs a iapted for an entirely different purpose than the second 
template of Applicant's invention. ' iaven relates to a precision slot cutting machine for 
concrete and asphalt Caven al&tsJiches installation of jjecessed pavement marking tape into 
such slots. In the Background ^ of Caven references made to Stamark™ marking tape 
manufectured by 3M (column lijjii £24-28) which makj be adhesively applied into the 
grooves (column 1, lines 44 - 4j$j. *' fte purpose of the slabark™ tape as described in Caven 
is as an improved road pavemerjin* tker to replace traditional painted pavement stripes. The 
Stamark™ tape may be recesseljjn ; fooves cut by the blades of a slot cutting machine to 
avoid scrapage by snowplows wjlfe k used in northern dilutes. The Eigenmann reference 
similarly discloses a prefabricate^ : x id marking tape ins jriable into a groove provided in a 
road surface for resisting snow s ing implements. 


ui ijiteaching in Caven <jr Eigenmann of a second template 

"having a predetermined patterrjk L |st partially matching the pattern of said first template" 

as recited in Applicant's claim Ij j la |ther words, there is : fio description that the tape of 

Caven or Eigenmann is anythingtae » than simply adhesive tape provided on a tape roll. It is 

w« - i) s 

ined pattern" as contemplated by Applicant's invention 

ljich the tape is matchjajl Therefore, no combination of 

ild Jfes the recited claim;|elements. 


re is no motivationilo combine Caven and Eigenmarm 
inner. As explained j^krve, Stowell describes a process 
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cobblestones for decorative purr| $e i | In particular, Stowi sjl discloses spreading a colored 

ijilt surface to achieybia brick and mortar or simulated 
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